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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) [Zl Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
* PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper NoVMail Date 20070327 



Application/Control Number: 10/634,334 Page 2 

Art Unit: 1712 

DETAILED ACTION 

Priority 

1 . It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 60/21 1 162, filed 6/13/2000. A reference to the prior application must be 
inserted as the first sentence(s) of the specification of this application or in an 
application data sheet (37 CFR 1.76), if applicant intends to rely on the filing date of the 
prior application under 35 U.S.C: 1 19(e), 120, 121 , or 365(c). See 37 CFR 1 .78(a). For 
benefit claims under 35 U.S.C. 120, 121 , or 365(c), the reference must include the 
relationship (i.e., continuation, divisional, or continuation-in-part) of all nonprovisional 
applications. If the application is a utility or plant application filed under 35 U.S.C. 
1 1 1 (a) on or after November 29, 2000, the specific reference to the prior application 
must be submitted during the pendency of the application and within the later of four 
months from the actual filing date of the application or sixteen months from the filing 
date of the prior application. If the application is a utility or plant application which 
entered the national stage from an international application filed on or after November 
29, 2000, after compliance with 35 U.S.C. 371 , the specific reference must be submitted 
during the pendency of the application and within the later of four months from the date 
on which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen 
months from the filing date of the prior application. See 37 CFR 1 .78(a)(2)(ii) and 
(a)(5)(ii). This time period is not extendable and a failure to submit the reference 
required by 35 U.S.C. 1 19(e) and/or 120, where applicable, within this time period is 
considered a waiver of any benefit of such prior application(s) under 35 U.S.C. 1 19(e), 
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120, 121 and 365(c). A benefit claim filed after the required time period may be 
accepted if it is accompanied by a grantable petition to accept an unintentionally 
delayed benefit claim under 35 U.S.C. 119(e), 120, 121 and 365(c). The petition must 
be accompanied by (1) the reference required by 35 U.S.C. 120 or 1 19(e) and 37 CFR 
1 .78(a)(2) or (a)(5) to the prior application (unless previously submitted), (2) a surcharge 
under 37 CFR 1 .17(t), and (3) a statement that the entire delay between the date the 
claim was due under 37 CFR 1.78(a)(2) or (a)(5) and the date the claim was filed was 
unintentional. The Director may require additional information where there is a question 
whether the delay was unintentional. The petition should be addressed to: Mail Stop 
Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
inclusion on the first filing receipt, the petition under 37 CFR 1 .78(a) and the surcharge 
under 37 CFR 1 . 1 7(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201 .1 1 . 



Application/Control Number: 10/634,334 
Art Unit: 1712 



Page 4 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 20-29, 31-38are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Stowe (6703351) 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Stowe teaches the same method of the present invention utilizing the same latex 
containing drilling fluid (see the claims). The filing date of Stowe is prior to the claimed 
filing date of the present application, since it claims priority back to provisional 
application 60/211.162. while the present application does not ,and it thus constitutes 



prior art. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 20-24, 26-29, 31 , 33, 36 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over GB 2131067. 

GB '067 teaches a method of drilling using a drilling fluid comprising a latex, 
water, surfactant and bentonite which is an alumino-silicate, which is the same as the 
precipitating agent of the present invention (see the claims). The latexes would have 
particle sizes within the scope of claim 37. GB '067 differs from the present invention in 
not specifically exemplifying the use of a polyethylene latex. GB however teaches that 
hydrocarbon homopolymers or copolymers are preferred for use as the latex polymer, 
and specifically teaches ethylene/propylene copolymer. It would be obvious to one of 
ordinary skill in the art to utilize polyethylene as the polymer of the latex of GB '067, 
given the teaching that hydrocarbon homopolymers or copolymers are preferred for use 
as the latex polymer, and the specific teaching of ethylene/propylene copolymer. This 
teaching would clearly lead one of ordinary skill in the art to utilize ethylene as a 
homopolymer in the latex of GB '067. Homologues with such similar structures would 
be expected to have similar utility. Such would obviously inhibit borehole wall invasion 
as in the present invention. 
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Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claim 20 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-7 of copending Application No. 

1 1/437351 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because although a different term is used of a method of 
inhibiting fluid loss, and a specific drilling step is not disclosed, the claims of 1 1/437351 
would clearly have the property of inhibiting borewall invasion, and the step of drilling 
would be obvious over the teaching of a drilling fluid. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 



Application/Control Number: 10/634,334 Page 7 

Art Unit: 1712 

7. Applicant's amendments and arguments have been considered but are not 
deemed fully persuasive. Applicant's amendment distinguishes over the GB '067 under 
35 USC 102, since the carboxylated styrene/butadiene copolymer has been deleted. 
With respect to Stowe, applicant has not provided the specified Petition, provided the 
specified fee, nor amended the specification as required to claim priority to the 
provisional application. The rejection is thus maintained. 

8. Applicant has argued that it is the examiners burden to establish a prima facie 
case. The examiner has clearly met this burden. The burden clearly shifts to the 
applicant to provide evidence that such prima facie case is incorrect ( In re Biasecki 223 
USPQ 785, In re Thorpe 227 USPQ 964). With respect to the use of polyethylene in the 
invention of GB '067, there is a clear preferential suggestion of the reference to use 
hydrocarbon polymers which can be homopolymers or copolymers (see last two lines of 
page 1 ). Thus the teaching of the use of an ethylene/propylene copolymer would be 
extremely clear motivation to use either of an ethylene or propylene homopolymer, in 
view of such teaching on the last two lines of page 1 of GB '067. One of ordinary skill in 
the art having such teaching before them would almost instantly envisage the use of a 
homopolymer of ethylene or propylene, since such is obviousness bordering on 
anticipation. Furthermore, the homologues of ethylene/propylene copolymer with such 
similar structures would be expected to have similar utility (Ex parte Faque 121 USPQ 
425). Applicant argues that if polyethylene was intended to be cited, then such would 
be cited by the applicant. It is clear from the statement of "Examples of suitable 
homopolymers", that such would clearly not be meant to be an exhaustive list, but only 
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a list of a few of the possibilities which would be encompassed. One of ordinary skill in 
the art would thus have a great expectation of success in the use of polyethylene in the 
latex of GB '067. Applicant has not provided any evidence that all of the cited latexes 
would be unsuitable for the present invention, or some other evidence to distinguish 
over the prior art ofGB'067. 

A new rejection is provided over recently filed 1 1/437351 , thus the rejection is not 
made final. 

9. Claims 40-42 are allowable over the art of record. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip C. Tucker whose telephone number is 571-272- 
1095. The examiner can normally be reached on Monday - Friday, Flexible schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Philip C Tucker 
Primary Examiner 




Art Unit 1712 



PCT-4144 



